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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ozai et al., U.S. Patent Application Publication No. 2003/0220448 in view of Okami, 
U.S. Patent #5,206,104. 

The Examiner decided that it would be appropriate to address the likely structure 
of the monoalkenylated polysiloxane component disclosed by Ozai as the rationale 
provided earlier as to why one of ordinary skill would select a linear compound (one 
devoid of T units) had been deemed to be too weak. 

Like Ozai, Okami discloses an addition-curable polyorganosiloxane composition 
containing as one of its essential ingredients a polysiloxane compound bearing a single 
alkenyl group. It is said of this material in column 3, lines 38-44 that it is added to lower 
the modulus, or stiffness, of the cured product which is approximately the same role 
ascribed to this material in Ozai. Earlier in column 3, it is stated that this component is 
generally linear and, indeed, one of the preferred embodiments is one that, like this 
component of the instant invention has its alkenyl group pendant to an interior siloxane 
unit along the polymer backbone. It would have been obvious to the skilled artisan to 
use any one of the four polysiloxane compounds exhibited in column 3 as the 
monoalkenylated polysiloxane in Ozai. 
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Response to Arguments 

At the outset, it is noted that Applicant has, in response to the Examiner's 
observation that it is virtually impossible to discern an unexpected property associated 
with any one element of the claimed invention, pointed out that the instant Specification 
mentions a commercially available product as being used in the comparative example 
and then proceeds to delineate what are the materials included in said commercial 
formulation. However, there is no indication of how they came into possession of this 
information and no product data sheet is enclosed to verify the accuracy of their 
description. In the Examiner's estimation, in the absence of the submission of product 
literature that confirms the stated makeup of this product, it would have been necessary 
and appropriate for Applicant to provide a signed Declaration containing this 
information. Moreover, the Examiner still believes that the systems under investigation 
are not described in sufficiently complete terms as to rule out another difference as 
being responsible for the documented effect. For example, it is not evident that both 
systems have the same vinyl:SiH ratio, degree of polymerization/molecular weight 
between crosslinks in component (B), etc. On the other hand, IF Applicant were able to 
show that the two systems are identical except for the presence/absence of component 
(C), the Examiner may in fact have a foundation on which to withdraw the rejection. 
This is because the presence of (C) purportedly increases elastic modulus in the 
present invention. By contrast, both references cited herein appear to describe an 
opposite effect imparted by this same material. 
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A recurring theme throughout Applicants' remarks is that the Ozai disclosure is 
too broad in its descriptions of the various components and, thus, the implication is that 
arriving at Applicants' invention would involve too much "picking and choosing". 
Respectfully, the Examiner does not regard the broad description of the prior art 
invention to be substantially more expansive than the claims themselves and, when one 
looks more closely at the favored permutations of the compounds that are correlated 
with claimed components (A), (B), and (C), it is clear that in total there are many fewer 
choices necessary to arrive at Applicants' invention. For instance, Applicant opines that 
the number of compounds from which the compound corresponding to component (C) is 
"vast" and there is nothing directing the skilled artisan to choose from this genus of 
compounds (described as organopolysiloxanes containing only one alkenyl group) 
those that adhere to the description of claimed component (C). However, as the 
Examiner sees it, one of the two limitations of claimed component (C), the presence of 
only a single alkenyl group, is anticipated and the only "picking and choosing" here 
would be between those that contain 2 mole % or fewer T units and those that do not. 
Likewise, concerning the organohydrogensiloxane component, all but perhaps a couple 
of the favored permutations of this compound outlined in [0021] are linear as is required 
by the claim and, of these, nearly half contain hydrosilyl end groups. 

As for the claimed alkenyl-functional siloxane polymer, Applicant remarks that 
Ozai actually teaches away from this component because they purport that variable "a" 
corresponds to the variables "s" and "u" from the formulae in claim 10 and, whereas "s" 
and "u" are to have the value of zero or one, the value of "a" is 0.0001 to 0.2. This is an 
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apples-to-orange comparison. While it is true that all of "a", "s", and "u" indicate the 
number of alkenyl groups, "a" connotes the mol fraction of alkenyl groups in the entire 
polymer while "s" and "u" indicate the number of alkenyl groups in a single unit of the 
polymer. 

Applicant alleges that the claimed ratio of silicon-bonded alkenyl groups to 
hydrosilyl groups is not satisfied but this is simply not true. See paragraph [0022] of 
Ozai. (The Examiner appreciates, incidentally, that this paragraph actually defines this 
ratio only for the alkenyl groups contributed by the compound corresponding to claimed 
component (B) but the Examiner contends that it is understood by the skilled artisan 
that this ratio is expected to be the same if there is also a contribution from a 
monoalkenylated polysiloxane.) 

Finally, Applicant repeatedly notes that the cured product of the instant invention 
is identified as a rubber or gel, as opposed to an adhesive gel. This would appear to be 
a difference without a distinction. When modified by the teaching of Okami, the 
invention taught by Ozai satisfies all the limitations of the claims and, hence, would be 
expected to inherently possess adhesive properties. 

This action has not been made final because the reasons for rejection have been 
slightly modified. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARC S. ZIMMER whose telephone number is 
(571)272-1096. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

November 25, 2010 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1765 



